Kimberly’s Guide to:
Trademarks
One of the most
important assets your
business has is its good
name, or that of its
products and services.
You want to make sure
that no one is riding
your
coattails
by
profiting from your
name recognition, and
especially
with
an
inferior product.
At the same time, you
must take care not to
inadvertently step on
any toes when first
putting your mark
forward. Whether done
knowingly
or
not,
infringing
on
an
established trademark
will spark a court battle
your business could
hardly afford.

Why You Should
Register Your Mark
If you are a business owner, you know just
how much hard work it’s taken to not only
establish your name in the public
consciousness, but also to make it
respected and admired.
You already take care to see that the
products or services you provide will be of
the utmost quality, yet there’s more to be
done: without a federally-registered
trademark, you stand at risk of others
profiting from your good name—or, worse,
dragging it through the dirt.
By registering your mark, you will benefit
from four special benefits:
1. Legally-recognized ownership of the
mark at the national level—and an
exclusive right to its use.
2. A path toward “incontestability”—
an even higher level of protection.
3. The barring of all imports into the
United States that falsely bear your
mark.

When You Should
Check on Your Mark
Though it is obvious that you must ensure
that your mark is unique before first
adopting it, this is not the only
circumstance that requires a quick review:



Prior to the mark’s first use.

 Prior to covering new products
or services with the mark.

 Prior to the mark’s
modification or modernization.

 Prior to use of the mark in a
new region of the United
States, if not federally
registered previously.

 Prior to use of the mark in a
foreign country.

 Prior to the mark’s licensing to
another company.

4. The use of the ® registration symbol.

Read on to know more!
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COINED,
FANCIFUL

ARBITRARY

FAME
Fame can strengthen an
otherwise poorly-distinctive
mark.
Here
are
the
contributing forces behind the
legal definition of fame:






Acquired distinctiveness
Length of time and
extent to which the mark
is
in
the
public
consciousness.

SUGGESTIVE

DESCRIPTIVE,
SURNAME,
LAUDATORY,
GEOGRAPHIC,
NONTRADITIONAL

The geographical extent
to which the mark is
known.

The Spectrum of
Distinctiveness
Every mark bears some level of
distinctiveness—an inherent strength that
can provide significant legal protection in
and of itself. Choosing the right name can
provide a powerful bulwark against any
challenges. Of course, this works both
ways: if your ‘unique’ mark turns out not to
be the only one of its kind, your business
may quickly find itself in legal hot water.
It’s important to note that the
distinctiveness of a mark can change
drastically over time. Legal action—and
even
inaction—can
reduce
its
distinctiveness. Worse, a mark’s own
success can result in its becoming so
interchangeably used with the more
generic term in common speech (think
‘Kleenex’) that your highly-distinctive mark
becomes anything but!
Using a notice (®,

GENERIC

℠,

or

™)

is always

beneficial, but especially so for a less
distinctive mark. Remember, however,
your mark must be registered for it to be
able to display the “registered” notice.

Need advice on protecting your intellectual property?
We’d be glad to help.
Kimberly Hanlon is an experienced attorney
well-versed in small business law.
Call today to schedule an appointment
(612) 206-3701
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